REMARKS 

Applicants respectfully request entry of the following amendments and remarks 
contained herein in response to the Office Action mailed May 21, 2007. Applicants respectfully 
submit that the amendment and remarks contained herein place the instant application in 
condition for allowance. 

Upon entry of the amendments in this response, claims 1-11 and 13-24 are pending. 
In particular, Applicants amend claims 1 -2, 5, 11, 14, and 19. Reconsideration and allowance 
of the application and presently pending claims are respectfully requested. 

I. Rejections Under 35 U.S.C. S112 

The Office Action indicates that claims 2, 5 - 8, 1 1 , and 1 4 - 24 stand rejected under 35 
U.S.C. §1 12, second paragraph, as being indefinite for failing to particularly point out and 
distinctly claim the subject matter which applicants regard as the invention. Applicants amend 
claims 2, 5, 11, 14, and 19, as indicated above. Applicants submit that these amendments 
comply with the Office Action's request and that claims 2, 5 - 8, 1 1 , and 1 4 - 24, as amended, 
are allowable in view of 35 U.S.C. §1 12. 

II. Rejections Under 35 U.S.C. §103 

A. Claims 1, 3, 9, 10, and 13 are Allowable Over Manber 
1. Claim 1 is Allowable Over Manber 

The Office Action indicates that claim 1 stands rejected under 35 U.S.C. 103(a) as 
allegedly being unpatentable over U.S. Patent Number 6,651,086 ('Manber"). Applicants 
respectfully traverse this rejection for at least the reason that Manber fails to disclose, teach, or 
suggest all of the elements of claim 1. More specifically, claim 1 recites: 
A communication method comprising: 

establishing an IM (IM) chat session between a first sender and a 
recipient; 
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receiving an IM message from a second sender to the recipient; 

in response to receiving the IM message from the second 
sender to the recipient, sending a query to the second sender, the 
query including an option to join the IM chat session; 

in response to receiving a response to the query indicating a 
desire by the second sender to join the IM chat session, sending a 
query to the recipient to establish an IM chat room with the second 
sender, and 

in response to receiving an indication from the recipient to 
establish an IM chat room with the second sender, establishing the IM 
chat room between the recipient, the first sender, and the second sender. 
(emphasis added) 



Applicants respectfully submit that claim 1, as amended, is allowable over the cited art 
for at least the reason that Manber fails to disclose, teach, or suggest a "communication method 
comprising... in response to receiving the IM message from the second sender to the 
recipient, sending a query to the second sender, the query including an option to join the IM 
chat session... [and] in response to receiving a response to the query indicating a desire 
by the second sender to join the IM chat session, sending a query to the recipient to 
establish an IM chat room with the second sender" as recited in claim 1, as amended. More 
specifically, the Office Action admits that "Manber does not explicitly disclose in response to 
receiving the IM message from the second sender to the recipient, sending a query to the 
second sender, the query including an option to join the IM chat session" (OA page 6, line 5). 

Applicants respectfully submit that for at least the reason that the cited reference fails to 

disclose or suggest every element of claim 1, as amended, the Office Action has failed to 

establish a prima facie case of obviousness. More specifically: 

[t]o establish a prima facie case of obviousness, three basic 
criteria must be met. First, there must be some suggestion or motivation, 
either in the references themselves or in the knowledge generally 
available to one of ordinary skill in the art, to modify the reference or to 
combine reference teachings. Second, there must be a reasonable 
expectation of success. Finally, the prior art reference (or references 
when combined) must teach or suggest all the claim limitations. 
(MPEP 2142. emphasis added ) 
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Applicants respectfully submit that Manber discloses "[t]he comment is then presented to 
other users, for example, users who select the option to join a conversation. Those users who 
may desire to join in a conversation with the 'starting' user, or 'conversation starter' will respond 
with their own comment, which is then presented to the conversation starter" (column 1, line 66). 
Applicants respectfully submit that, as illustrated in this excerpt, Manber fails to even suggest 
"in response to receiving the IM message from the second sender to the recipient, 
sending a query to the second sender, the query including an option to join the IM chat 
session" as recited in claim 1, as amended, for at least the reason that Manber discloses 
providing an option to join the IM chat session prior to receiving a comment from that user. For 
at least this reason, claim 1, as amended, is allowable. 

The Office Action additionally asserts that this deficiency in the rejection is overcome 
because "it would have been [obvious] to one of ordinary skill in the art at the time of the 
invention to combine the teaching of Manber with what was well known in the art (giving the 
user the option of joining the first conversation after sending an initial IM to the [recipient])" (OA 
page 6, last paragraph). Applicants respectfully traverse the alleged finding of well known 
subject matter and submit that the subject matter noted above should not be considered well 
known for at least the specific and particular reason that the Office Action does not include 
specific factual findings predicated on sound technical and scientific reasoning to support such 
conclusions, as required. 

Additionally, Applicants respectfully traverse the alleged finding of well known subject 
matter per MPEP 2144.03(A), which states "It would not be appropriate for the examiner to take 
official notice of facts without citing a prior art reference where the facts asserted to be well 
known are not capable of instant and unquestionable demonstration as being well-known." 
Further, under 37 CFR § 1.104(d)(2), if the rejections are based on facts within the personal 
knowledge of the examiner, "the data should be stated as specifically as possible, and the facts 
must be supported, when called for by the applicant, by an affidavit from the examiner. Such an 
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affidavit is subject to contradiction or explanation by the affidavits of the applicant and other 
persons." Therefore, if this rejection is maintained, Applicants respectfully request that 
document(s) be provided as support. For at least these specific and particular reasons, 
Applicants submit that the subject matter in question is not well known in the art. 

Applicants additionally submit that particularly in the context of the claimed combination 
that includes "in response to receiving the IM message from the second sender to the 
recipient, sending a query to the second sender, the query including an option to join the IM 
chat session," the subject matter in question is too complex for a reasonably skilled person to 
consider it to be well known to the point that no additional evidence is needed. For at least this 
additional specific and particular reason, Applicants respectfully submit that the subject matter 
in question is not well known in the art, respectfully traverse the alleged finding of well known 
subject matter, and submit that claim 1, as amended, is patentable in view of the cited art. 

Applicants further submit that Manber fails to disclose, teach, or suggest a 
"communication method comprising... in response to receiving a response to the query 
indicating a desire by the second sender to join the IM chat session, sending a query to 
the recipient to establish an IM chat room with the second sender" as recited in claim 1 , as 
amended. More specifically, Manber discloses "[tjhose users who may desire to join in a 
conversation with the 'starting' user, or 'conversation starter' will respond with their own 
comment, which is then presented to the conversation starter. The conversation starter reviews 
the comment, and if the comment is subjectively acceptable, the conversation starter brings the 
responding user into a conversation" (column 2, line 1). Applicants respectfully submit that this 
is different than "in response to receiving a response to the query indicating a desire by 
the second sender to join the IM chat session, sending a query to the recipient to 
establish an IM chat room with the second sender" as recited in claim 1, as amended, for at 
least the reason that Manber, as illustrated in this excerpt, discloses a user can respond with a 
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comment and the "conversation starter" can accept or reject that user. As these are clearly 
different actions, Applicants respectfully submit that claim 1, as amended, is allowable. 



2. Claim 9 is Allowable Over Manber 

The Office Action indicates that claim 9 stands rejected under 35 U.S.C. 103(a) as 
allegedly being unpatentable over U.S. Patent Number 6,651,086 ("Manber"). Applicants 
respectfully traverse this rejection for at least the reason that Manber fails to disclose, teach, or 
suggest all of the elements of claim 9. More specifically, claim 9 recites: 
A communication system comprising: 

means for establishing an instant messaging (IM) chat session 
between a first sender and a recipient; 

means for receiving an IM message from a second sender to the 
recipient; 

means for sending, in response to receiving the IM message 
from the second sender to the recipient, a query to the second 
sender, the query including an option to join the IM chat session; 

means for sending, in response to receiving an indication by the 
second sender to join the IM chat session, a query to the recipient to 
establish an IM chat room with the second sender; and 

means for establishing the IM chat room between the recipient, 
the first sender, and the second sender. 
(emphasis added) 



Applicants respectfully submit that claim 9, as amended, is allowable over the cited art 
for at least the reason that Manber fails to disclose, teach, or suggest a "communication system 
comprising... means for sending, in response to receiving the IM message from the second 
sender to the recipient, a query to the second sender, the query including an option to join 
the IM chat session" as recited in claim 9, as amended. More specifically, the Office Action 
admits that "Manber does not explicitly disclose in response to receiving the IM message from 
the second sender to the recipient, sending a query to the second sender, the query including 
an option to join the IM chat session" (OA page 6, line 5). 
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Applicants respectfully submit that for at least the reason that the cited reference fails to 

disclose or suggest every element of claim 9, as amended, the Office Action has failed to 

establish a prima facie case of obviousness. More specifically: 

[t]o establish a prima facie case of obviousness, three basic 
criteria must be met. First, there must be some suggestion or motivation, 
either in the references themselves or in the knowledge generally 
available to one of ordinary skill in the art, to modify the reference or to 
combine reference teachings. Second, there must be a reasonable 
expectation of success. Finally, the prior art reference (or references 
when combined) must teach or suggest all the claim limitations. 
(MPEP 2142, emphasis added ) 

Applicants respectfully submit that Manber discloses "[t]he comment is then presented to 
other users, for example, users who select the option to join a conversation. Those users who 
may desire to join in a conversation with the 'starting' user, or 'conversation starter' will respond 
with their own comment, which is then presented to the conversation starter" (column 1, line 66). 
Applicants respectfully submit that, as illustrated in this excerpt, Manber fails to even suggest 
"means for sending, in response to receiving the IM message from the second sender to 
the recipient, a query to the second sender, the query including an option to join the IM chat 
session" as recited in claim 9, as amended, for at least the reason that Manber discloses 
providing an option to join the IM chat session prior to receiving a comment from that user. For 
at least this reason, claim 9, as amended, is allowable. 

The Office Action additionally asserts that this deficiency in the rejection is overcome 
because "it would have been [obvious] to one of ordinary skill in the art at the time of the 
invention to combine the teaching of Manber with what was well known in the art (giving the 
user the option of joining the first conversation after sending an initial IM to the [recipient])" (OA 
page 6, last paragraph). Applicants respectfully traverse the alleged finding of well known 
subject matter and submit that the subject matter noted above should not be considered well 
known for at least the specific and particular reason that the Office Action does not include 



17 



specific factual findings predicated on sound technical and scientific reasoning to support such 
conclusions, as required. 

Additionally, Applicants respectfully traverse the alleged finding of well known subject 
matter per MPEP 2144.03(A), which states "It would not be appropriate for the examiner to take 
official notice of facts without citing a prior art reference where the facts asserted to be well 
known are not capable of instant and unquestionable demonstration as being well-known." 
Further, under 37 CFR § 1.104(d)(2), if the rejections are based on facts within the personal 
knowledge of the examiner, "the data should be stated as specifically as possible, and the facts 
must be supported, when called for by the applicant, by an affidavit from the examiner. Such an 
affidavit is subject to contradiction or explanation by the affidavits of the applicant and other 
persons." Therefore, if this rejection is maintained, Applicants respectfully request that 
document(s) be provided as support. For at least these specific and particular reasons, 
Applicants submit that the subject matter in question is not well known in the art. 

Applicants additionally submit that particularly in the context of the claimed combination 
that includes "means for sending, in response to receiving the IM message from the second 
sender to the recipient, a query to the second sender, the query including an option to 
join the IM chat session, the query including an option to join the IM chat session" the subject 
matter in question is too complex for a reasonably skilled person to consider it to be well known 
to the point that no additional evidence is needed. For at least this additional specific and 
particular reason, Applicants respectfully submit that the subject matter in question is not well 
known in the art, respectfully traverse the alleged finding of well known subject matter, and 
submit that claim 9, as amended, is patentable in view of the cited art. 
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3. 



Claim 10 is Allowable Over Manber 



The Office Action indicates that claim 10 stands rejected under 35 U.S.C. 103(a) as 
allegedly being unpatentable over U.S. Patent Number 6,651,086 ('Manber"). Applicants 
respectfully traverse this rejection for at least the reason that Manber fails to disclose, teach, or 
suggest all of the elements of claim 10. More specifically, claim 10 recites: 
A communication system comprising: 

an establishing component configured to establish an instant 
messaging (IM) chat session between a first sender and a recipient; 

a receiving component configured to receive an IM message from 
a second sender to the recipient; 

a first sending component configured to, in response to 
receiving the IM message at the receiving component, send a query 
to the second sender, the query including an option to join the IM chat 
session; 

a second sending component configured to, in response to 
receiving an indication by the second sender to join the IM chat session, 
send a query to the recipient to establish an IM chat room with the second 
sender; and 

a chat room component configured to establish an IM chat room 
between the recipient, the first sender, and the second sender. 
(emphasis added) 



Applicants respectfully submit that claim 10, as amended, is allowable over the cited art 
for at least the reason that Manber fails to disclose, teach, or suggest a "communication system 
comprising... a first sending component configured to, in response to receiving the IM 
message at the receiving component, send a query to the second sender, the query 
including an option to join the IM chat session" as recited in claim 10, as amended. More 
specifically, the Office Action admits that "Manber does not explicitly disclose in response to 
receiving the IM message from the second sender to the recipient, sending a query to the 
second sender, the query including an option to join the IM chat session" (OA page 6, line 5). 

Applicants respectfully submit that for at least the reason that the cited reference fails to 
disclose or suggest every element of claim 10, as amended, the Office Action has failed to 
establish a prima facie case of obviousness. More specifically: 
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[t]o establish a prima facie case of obviousness, three basic 
criteria must be met. First, there must be some suggestion or motivation, 
either in the references themselves or in the knowledge generally 
available to one of ordinary skill in the art, to modify the reference or to 
combine reference teachings. Second, there must be a reasonable 
expectation of success. Finally, the prior art reference (or references 
when combined) must teach or suggest all the claim limitations. 
(MPEP 2142, emphasis added ) 

Applicants respectfully submit that Manber discloses "[t]he comment is then presented to 
other users, for example, users who select the option to join a conversation. Those users who 
may desire to join in a conversation with the 'starting' user, or 'conversation starter' will respond 
with their own comment, which is then presented to the conversation starter" (column 1, line 66). 
Applicants respectfully submit that, as illustrated in this excerpt, Manber fails to even suggest "a 
first sending component configured to, in response to receiving the IM message at the 
receiving component, send a query to the second sender, the query including an option to 
join the IM chat session" as recited in claim 10, as amended, for at least the reason that Manber 
discloses providing an option to join the IM chat session prior to receiving a comment from that 
user. For at least this reason, claim 10, as amended, is allowable. 

The Office Action additionally asserts that this deficiency in the rejection is overcome 
because "it would have been [obvious] to one of ordinary skill in the art at the time of the 
invention to combine the teaching of Manber with what was well known in the art (giving the 
user the option of joining the first conversation after sending an initial IM to the [recipient])" (OA 
page 6, last paragraph). Applicants respectfully traverse the alleged finding of well known 
subject matter and submit that the subject matter noted above should not be considered well 
known for at least the specific and particular reason that the Office Action does not include 
specific factual findings predicated on sound technical and scientific reasoning to support such 
conclusions, as required. 

Additionally, Applicants respectfully traverse the alleged finding of well known subject 
matter per MPEP 2144.03(A), which states "It would not be appropriate for the examiner to take 
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official notice of facts without citing a prior art reference where the facts asserted to be well 
known are not capable of instant and unquestionable demonstration as being well-known." 
Further, under 37 CFR § 1.104(d)(2), if the rejections are based on facts within the personal 
knowledge of the examiner, "the data should be stated as specifically as possible, and the facts 
must be supported, when called for by the applicant, by an affidavit from the examiner. Such an 
affidavit is subject to contradiction or explanation by the affidavits of the applicant and other 
persons." Therefore, if this rejection is maintained, Applicants respectfully request that 
document(s) be provided as support. For at least these specific and particular reasons, 
Applicants submit that the subject matter in question is not well known in the art. 

Applicants additionally submit that particularly in the context of the claimed combination 
that includes "a first sending component configured to, in response to receiving the IM 
message at the receiving component, send a query to the second sender, the query 
including an option to join the IM chat session," the subject matter in question is too complex for 
a reasonably skilled person to consider it to be well known to the point that no additional 
evidence is needed. For at least this additional specific and particular reason, Applicants 
respectfully submit that the subject matter in question is not well known in the art, respectfully 
traverse the alleged finding of well known subject matter, and submit that claim 10, as 
amended, is patentable in view of the cited art. 



21 



4. 



Claim 13 is Allowable Over Manber 



The Office Action indicates that claim 13 stands rejected under 35 U.S.C. 103(a) as 
allegedly being unpatentable over U.S. Patent Number 6,651,086 ('Manber"). Applicants 
respectfully traverse this rejection for at least the reason that Manber fails to disclose, teach, or 
suggest all of the elements of claim 13. More specifically, claim 13 recites: 

A computer-readable storage medium comprising: 

computer-readable code adapted to instruct a programmable 
device to establish an instant messaging (IM) chat session between a first 
sender and a recipient; 

computer-readable code adapted to instruct a programmable 
device to receive an IM message from a second sender to the recipient; 

computer-readable code adapted to instruct a programmable 
device to, in response to receiving the IM message at the receiving 
component, send a query to the second sender, the query including 
an option to join the IM chat session; 

computer-readable code adapted to instruct a programmable 
device to, in response to receiving an indication by the second sender to 
join the IM chat session, send a query to the recipient to establish an IM 
chat room with the second sender; and 

computer-readable code adapted to instruct a programmable 
device to establish an IM chat room between the recipient, the first 
sender, and the second sender. 
(emphasis added) 



Applicants respectfully submit that claim 13, as amended, is allowable over the cited art 
for at least the reason that Manber fails to disclose, teach, or suggest a "computer-readable 
storage medium comprising... computer-readable code adapted to instruct a programmable 
device to, in response to receiving the IM message at the receiving component, send a 
query to the second sender, the query including an option to join the IM chat session" as 
recited in claim 13, as amended. More specifically, the Office Action admits that "Manber does 
not explicitly disclose in response to receiving the IM message from the second sender to the 
recipient, sending a query to the second sender, the query including an option to join the IM 
chat session" (OA page 6, line 5). 
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Applicants respectfully submit that for at least the reason that the cited reference fails to 

disclose or suggest every element of claim 13, as amended, the Office Action has failed to 

establish a prima facie case of obviousness. More specifically: 

[t]o establish a prima facie case of obviousness, three basic 
criteria must be met. First, there must be some suggestion or motivation, 
either in the references themselves or in the knowledge generally 
available to one of ordinary skill in the art, to modify the reference or to 
combine reference teachings. Second, there must be a reasonable 
expectation of success. Finally, the prior art reference (or references 
when combined) must teach or suggest all the claim limitations. 
(MPEP 2142, emphasis added ) 

Applicants respectfully submit that Manber discloses "[t]he comment is then presented to 
other users, for example, users who select the option to join a conversation. Those users who 
may desire to join in a conversation with the 'starting' user, or 'conversation starter' will respond 
with their own comment, which is then presented to the conversation starter" (column 1, line 66). 
Applicants respectfully submit that, as illustrated in this excerpt, Manber fails to even suggest 
"computer-readable code adapted to instruct a programmable device to, in response to 
receiving the IM message at the receiving component, send a query to the second 
sender, the query including an option to join the IM chat session" as recited in claim 13, as 
amended, for at least the reason that Manber discloses providing an option to join the IM chat 
session prior to receiving a comment from that user. For at least this reason, claim 13, as 
amended, is allowable. 

The Office Action additionally asserts that this deficiency in the rejection is overcome 
because "it would have been [obvious] to one of ordinary skill in the art at the time of the 
invention to combine the teaching of Manber with what was well known in the art (giving the 
user the option of joining the first conversation after sending an initial IM to the [recipient])" (OA 
page 6, last paragraph). Applicants respectfully traverse the alleged finding of well known 
subject matter and submit that the subject matter noted above should not be considered well 
known for at least the specific and particular reason that the Office Action does not include 
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specific factual findings predicated on sound technical and scientific reasoning to support such 
conclusions, as required. 

Additionally, Applicants respectfully traverse the alleged finding of well known subject 
matter per MPEP 2144.03(A), which states "It would not be appropriate for the examiner to take 
official notice of facts without citing a prior art reference where the facts asserted to be well 
known are not capable of instant and unquestionable demonstration as being well-known." 
Further, under 37 CFR § 1.104(d)(2), if the rejections are based on facts within the personal 
knowledge of the examiner, "the data should be stated as specifically as possible, and the facts 
must be supported, when called for by the applicant, by an affidavit from the examiner. Such an 
affidavit is subject to contradiction or explanation by the affidavits of the applicant and other 
persons." Therefore, if this rejection is maintained, Applicants respectfully request that 
document(s) be provided as support. For at least these specific and particular reasons, 
Applicants submit that the subject matter in question is not well known in the art. 

Applicants further submit that particularly in the context of the claimed combination that 
includes "computer-readable code adapted to instruct a programmable device to, in response 
to receiving the IM message at the receiving component, send a query to the second 
sender, the query including an option to join the IM chat session," the subject matter in question 
is too complex for a reasonably skilled person to consider it to be well known to the point that no 
additional evidence is needed. For at least this additional specific and particular reason, 
Applicants respectfully submit that the subject matter in question is not well known in the art, 
respectfully traverse the alleged finding of well known subject matter, and submit that claim 13, 
as amended, is patentable in view of the cited art. 
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5. Claim 3 is Allowable Over Manber 

The Office Action indicates that claim 3 stands rejected under 35 U.S.C. 103(a) as 
allegedly being unpatentable over U.S. Patent Number 6,651,086 ('Manber"). Applicants 
respectfully traverse this rejection for at least the reason that Manber fails to disclose, teach, or 
suggest all of the elements of claim 3. More specifically, dependent claim 3 is believed to be 
allowable for at least the reason that this claim depends from allowable independent claim 1 . In 
re Fine, Minnesota Mining and Mfg.Co. v. Chemque, Inc., 303 F.3d 1294, 1299 (Fed. Cir. 2002). 



B. Claims 5, 7, 11, and 19 are Allowable Over Manber in view of Maehiro 
1. Claim 5 is Allowable Over Manber in view of Maehiro 

The Office Action indicates that claim 5 stands rejected under 35 U.S.C. 103(a) as 
allegedly being unpatentable over U.S. Patent Number 6,651,086 {"Manber") in view of U.S. 
Patent Number 7,130,884 ("Maehiro"). Applicants respectfully traverse this rejection for at least 
the reason that Manber in view of Maehiro fails to disclose, teach, or suggest all of the elements 
of claim 5. More specifically, claim 5 recites: 

A communication method comprising: 

receiving an IM (IM) message from a latter sender to a recipient; 

determining whether an IM chat session is established between 
the recipient and an earlier sender; 

in response to determining that an IM chat session is established 
between the recipient and the earlier sender, sending a query to the latter 
sender, the query including an option to join the IM chat session; 

in response to receiving an indication by the latter sender to join 
the IM chat session, sending a query to the recipient to establish an IM 
chat room with the latter sender; and 

in response to receiving a positive response from the 
recipient to the query to establish an IM chat room with the latter 
sender, establishing the IM chat room between the recipient, the 
earlier sender, and the latter sender, 
(emphasis added) 
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Applicants submit that Manber fails to disclose, teach, or suggest a "communication 
method comprising... in response to receiving a positive response from the recipient to 
the query to establish an IM chat room with the latter sender, establishing the IM chat 
room between the recipient, the earlier sender, and the latter sender" as recited in claim 5, 
as amended. More specifically, Manber discloses "[t]hose users who may desire to join in a 
conversation with the 'starting' user, or 'conversation starter' will respond with their own 
comment, which is then presented to the conversation starter. The conversation starter reviews 
the comment, and if the comment is subjectively acceptable, the conversation starter brings the 
responding user into a conversation" (column 2, line 1). Applicants respectfully submit that this 
is different than "in response to receiving a positive response from the recipient to the 
query to establish an IM chat room with the latter sender, establishing the IM chat room 
between the recipient, the earlier sender, and the latter sender" as recited in claim 5, as 
amended, for at least the reason that Manber, as illustrated in this excerpt, discloses a user can 
respond with a comment and the "conversation starter" can accept or reject that user. As these 
are clearly different actions, Applicants respectfully submit that claim 5, as amended, is 
allowable. 

Additionally, Maehiro fails to overcome the deficiencies of Manber. More specifically, 
Maehiro discloses "the messenger detects that the message exchanges with Junko of the 
account "Junko" have been interrupted by the received message from the account "Naoki"' and 
thus displays a chat open item 1 104 for prompting the user named Maehiro to open a new chat 
room" (column 10, line 36). Applicants respectfully submit that this is different than "in 
response to receiving a positive response from the recipient to the query to establish an 
IM chat room with the latter sender, establishing the IM chat room between the recipient, 
the earlier sender, and the latter sender" for at least the reason that Maehiro appears to 
disclose a system that detects message exchanges and prompting a user for a new chat room. 
For at least this reason claim 5, as amended, is allowable over the cited art. 
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2. 



Claim 1 1 is Allowable Over Manber in view of Maehiro 



The Office Action indicates that claim 1 1 stands rejected under 35 U.S.C. 103(a) as 
allegedly being unpatentable over U.S. Patent Number 6,651,086 ('Manber") in view of U.S. 
Patent Number 7,130,884 ("Maehiro"). Applicants respectfully traverse this rejection for at least 
the reason that Manber in view of Maehiro fails to disclose, teach, or suggest all of the elements 
of claim 11. More specifically, claim 11 recites: 

A communication system comprising: 

a receiving component configured to receive an instant messaging 
(IM) message from a latter sender to a recipient; 

a determining component configured to determine whether an IM 
chat session is established between the recipient and an earlier sender; 

a first sending component configured to, in response to receiving 
the IM message from the latter sender at the receiving component, send 
a query to the latter sender, the query including an option to join the IM 
chat session; 

a second sending component configured to, in response to 
receiving an indication by the latter sender to join the IM chat session, 
send a query to the recipient to establish an IM chat room with the latter 
sender; and 

an establishing component configured to establish the IM chat 
room between the recipient, the earlier sender, and the latter sender 
in response to receiving a positive response to the query to 
establish an IM chat room with the latter sender, 
(emphasis added) 



Applicants submit that /Wamberfails to disclose, teach, or suggest a "communication 
system comprising... an establishing component configured to establish the IM chat room 
between the recipient, the earlier sender, and the latter sender in response to receiving a 
positive response to the query to establish an IM chat room with the latter sender" as 

recited in claim 1 1, as amended. More specifically, Manber discloses "[tjhose users who may 
desire to join in a conversation with the 'starting' user, or 'conversation starter' will respond with 
their own comment, which is then presented to the conversation starter. The conversation 
starter reviews the comment, and if the comment is subjectively acceptable, the conversation 
starter brings the responding user into a conversation" (column 2, line 1). Applicants 
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respectfully submit that this is different than "an establishing component configured to establish 
the IM chat room between the recipient, the earlier sender, and the latter sender in 
response to receiving a positive response to the query to establish an IM chat room with 
the latter sender" as recited in claim 1 1, as amended, for at least the reason that Manber, as 
illustrated in this excerpt, discloses a user can respond with a comment and the "conversation 
starter" can accept or reject that user. As these are clearly different actions, Applicants 
respectfully submit that claim 1 1, as amended, is allowable. 

Additionally, Maehiro fails to overcome the deficiencies of Manber. More specifically, 
Maehiro discloses "the messenger detects that the message exchanges with Junko of the 
account "Junko" have been interrupted by the received message from the account "Naoki"' and 
thus displays a chat open item 1 104 for prompting the user named Maehiro to open a new chat 
room" (column 10, line 36). Applicants respectfully submit that this is different than "an 
establishing component configured to establish the IM chat room between the recipient, the 
earlier sender, and the latter sender in response to receiving a positive response to the 
query to establish an IM chat room with the latter sender" for at least the reason that 
Maehiro appears to disclose a system that detects message exchanges and prompting a user 
for a new chat room. For at least this reason claim 1 1 , as amended, is allowable over the cited 
art. 



3. Claim 19 is Allowable Over Manber in view of Maehiro 

The Office Action indicates that claim 19 stands rejected under 35 U.S.C. 103(a) as 
allegedly being unpatentable over U.S. Patent Number 6,651,086 ('Manber") in view of U.S. 
Patent Number 7,130,884 {"Maehiro"). Applicants respectfully traverse this rejection for at least 
the reason that Manber in view of Maehiro fails to disclose, teach, or suggest all of the elements 
of claim 19. More specifically, claim 19 recites: 

A computer-readable storage medium comprising: 
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computer-readable code adapted to instruct a programmable 
device to receive an instant messaging (IM) message from a latter sender 
to a recipient; 

computer-readable code adapted to instruct a programmable 
device to determine whether an IM chat session is established between 
the recipient and an earlier sender; 

computer-readable code adapted to instruct a programmable 
device to, in response to receiving the IM message at the receiving 
component, send a query to the latter sender, the query including an 
option to join the IM chat session; 

computer-readable code adapted to instruct a programmable 
device to, in response to receiving an indication by the latter sender to 
join the IM chat session, send a query to the recipient to establish an IM 
chat room with the latter sender; and 

computer-readable code adapted to instruct a programmable 
device to establish an IM chat room between the recipient, the earlier 
sender, and the latter sender in response to receiving a positive 
response to the query to establish an IM chat room with the latter 
sender, 
(emphasis added) 



Applicants submit that Manber fails to disclose, teach, or suggest a "computer-readable 
storage medium comprising... computer-readable code adapted to instruct a programmable 
device to establish an IM chat room between the recipient, the earlier sender, and the latter 
sender in response to receiving a positive response to the query to establish an IM chat 
room with the latter sender" as recited in claim 19, as amended. More specifically, Manber 
discloses "[tjhose users who may desire to join in a conversation with the 'starting' user, or 
'conversation starter' will respond with their own comment, which is then presented to the 
conversation starter. The conversation starter reviews the comment, and if the comment is 
subjectively acceptable, the conversation starter brings the responding user into a conversation" 
(column 2, line 1). Applicants respectfully submit that this is different than "computer-readable 
code adapted to instruct a programmable device to establish an IM chat room between the 
recipient, the earlier sender, and the latter sender in response to receiving a positive 
response to the query to establish an IM chat room with the latter sender" as recited in 
claim 19, as amended, for at least the reason that Manber, as illustrated in this excerpt, 
discloses a user can respond with a comment and the "conversation starter" can accept or 
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reject that user. As these are clearly different actions, Applicants respectfully submit that claim 
19, as amended, is allowable. 

Additionally, Maehiro fails to overcome the deficiencies of Manber. More specifically, 
Maehiro discloses "the messenger detects that the message exchanges with Junko of the 
account "Junko" have been interrupted by the received message from the account "Naoki"' and 
thus displays a chat open item 1 104 for prompting the user named Maehiro to open a new chat 
room" (column 10, line 36). Applicants respectfully submit that this is different than "computer- 
readable code adapted to instruct a programmable device to establish an IM chat room between 
the recipient, the earlier sender, and the latter sender in response to receiving a positive 
response to the query to establish an IM chat room with the latter sender" for at least the 
reason that Maehiro appears to disclose a system that detects message exchanges and 
prompting a user for a new chat room. For at least this reason claim 19, as amended, is 
allowable over the cited art. 

4. Claim 7 is Allowable Over Manber in view of Maehiro 

The Office Action indicates that claim 7 stands rejected under 35 U.S.C. 103(a) as 
allegedly being unpatentable over U.S. Patent Number 6,651,086 {"Manber") in view of U.S. 
Patent Number 7,130,884 ("Maehiro"). Applicants respectfully traverse this rejection for at least 
the reason that Manber in view of Maehiro fails to disclose, teach, or suggest all of the elements 
of claim 7. More specifically, dependent claim 7 is believed to be allowable for at least the 
reason that this claim depends from allowable independent claim 5. In re Fine, Minnesota 
Mining and Mfg. Co. v. Chemque, Inc., 303 F.3d 1294, 1299 (Fed. Cir. 2002). 

C. Claims 2 and 14-15 are Allowable Over Manber in view of Morris 

The Office Action indicates that claims 2 and 14-15 stand rejected under 35 U.S.C. 
103(a) as allegedly being unpatentable over U.S. Patent Number 6,651,086 ("Manber") in view 
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of U.S. Patent Number 7,130,884 {'Morris"). Applicants respectfully traverse this rejection for at 
least the reason that Manber in view of Morris fails to disclose, teach, or suggest all of the 
elements of claims 2 and 14-15. More specifically, dependent claim 2 is believed to be 
allowable for at least the reason that this claim depends from allowable independent claim 1 . 
Further, dependent claims 14 - 15 are believed to be allowable for at least the reason that they 
depend from allowable independent claim 13. In re Fine, Minnesota Mining and Mfg. Co. v. 
Chemque, Inc., 303 F.3d 1294, 1299 (Fed. Cir. 2002). 

D. Claim 4 is Allowable Over Manber in view of Walker 

The Office Action indicates that claim 4 stands rejected under 35 U.S.C. 103(a) as 
allegedly being unpatentable over U.S. Patent Number 6,651,086 ("Manber") in view of U.S. 
Publication Number 2003/0064807 ("Walker"). Applicants respectfully traverse this rejection for 
at least the reason that Manber in view of Walker fails to disclose, teach, or suggest all of the 
elements of claim 4. More specifically, dependent claim 4 is believed to be allowable for at least 
the reason that this claim depends from allowable independent claim 1. In re Fine, Minnesota 
Mining and Mfg. Co. v. Chemque, Inc., 303 F.3d 1294, 1299 (Fed. Cir. 2002). 
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E. Claim 8 is Allowable Over Manber and Maehiro in view of Walker 

The Office Action indicates that claim 8 stands rejected under 35 U.S.C. 103(a) as 
allegedly being unpatentable over U.S. Patent Number 6,651,086 ('Manber") and U.S. Patent 
Number 7,130,884 {"Maehiro") in view of U.S. Publication Number 2003/0064807 {"Walker"). 
Applicants respectfully traverse this rejection for at least the reason that Manber and Maehiro in 
view of Walker fails to disclose, teach, or suggest all of the elements of claim 8. More 
specifically, dependent claim 8 is believed to be allowable for at least the reason that this claim 
depends from allowable independent claim 5. In re Fine, Minnesota Mining and Mfg. Co. v. 
Chemque, Inc., 303 F.3d 1294, 1299 (Fed. Cir. 2002). 

F. Claims 16 - 18 are Allowable Over Manber and Morris in view of Walker 

The Office Action indicates that claims 16-18 stand rejected under 35 U.S.C. 103(a) as 
allegedly being unpatentable over U.S. Patent Number 6,651,086 {"Manber") and U.S. Patent 
Number 7,130,884 {"Morris") in view of U.S. Publication Number 2003/0064807 {"Walker"). 
Applicants respectfully traverse this rejection for at least the reason that Manber and Morris in 
view of Walker fails to disclose, teach, or suggest all of the elements of claims 16-18. More 
specifically, dependent claims 16 - 18 are believed to be allowable for at least the reason that 
these claims depend from allowable independent claim 13. In re Fine, Minnesota Mining and 
Mfg.Co. v. Chemque, Inc., 303 F.3d 1294, 1299 (Fed. Cir. 2002). 

G. Claims 22 - 24 are Allowable Over Manber and Maehiro with Morris in view 
of Walker 

The Office Action indicates that claims 22 - 24 stand rejected under 35 U.S.C. 103(a) as 
allegedly being unpatentable over U.S. Patent Number 6,651,086 ('Manber 1 ') and U.S. Patent 
Number 7,130,884 {"Maehiro") with U.S. Patent Number 7,130,884 {"Morris") in view of Walker 
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U.S. Publication Number 2003/0064807 ("Walker'). Applicants respectfully traverse this 
rejection for at least the reason that Manber and Maehiro with Morris in view of Walker fails to 
disclose, teach, or suggest all of the elements of claims 22 - 24. More specifically, dependent 
claims 22 - 24 are believed to be allowable for at least the reason that these claims depend 
from allowable independent claim 19. In re Fine, Minnesota Mining and Mfg. Co. v. Chemque, 
Inc., 303 F.3d 1294, 1299 (Fed. Cir. 2002). 

H. Claims 6 and 20 - 21 are Allowable Over Manber and Maehiro in view of 
Morris 

The Office Action indicates that claims 6 and 20 - 21 stand rejected under 35 U.S.C. 
103(a) as allegedly being unpatentable over U.S. Patent Number 6,651,086 ("Manber") in view 
of U.S. Publication Number 2003/0064807 ('Walker"). Applicants respectfully traverse this 
rejection for at least the reason that Manber in view of Walker fails to disclose, teach, or suggest 
all of the elements of claims 6 and 20 - 21 . More specifically, dependent claim 6 is believed to 
be allowable for at least the reason that this claim depends from allowable independent claim 5. 
Dependent claims 20 - 21 are believed to be allowable for at least the reason that these claims 
depend from allowable independent claim 19. In re Fine, Minnesota Mining and Mfg. Co. v. 
Chemque, Inc., 303 F.3d 1294, 1299 (Fed. Cir. 2002). 
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CONCLUSION 

In light of the foregoing amendments and for at least the reasons set forth above, 
Applicants respectfully submit that all objections and/or rejections have been traversed, 
rendered moot, and/or accommodated, and that the now pending claims are in condition for 
allowance. Favorable reconsideration and allowance of the present application and all pending 
claims are hereby courteously requested. 

Any other statements in the Office Action that are not explicitly addressed herein are not 
intended to be admitted. In addition, any and all findings of inherency are traversed as not 
having been shown to be necessarily present. Furthermore, any and all findings of well-known 
art and Official Notice, or statements interpreted similarly, should not be considered well-known 
for the particular and specific reasons that the claimed combinations are too complex to support 
such conclusions and because the Office Action does not include specific findings predicated on 
sound technical and scientific reasoning to support such conclusions. 

If, in the opinion of the Examiner, a telephonic conference would expedite the examination 
of this matter, the Examiner is invited to call the undersigned attorney at (770) 933-9500. 

Respectfully submitted, 

im 

Anthony F. Bonner Jr. Reg. No. 55,012 

THOMAS, KAYDEN, 
HORSTEMEYER & RISLEY, LLP. 

Suite 1750 

100 Galleria Parkway N.W. 
Atlanta, Georgia 30339 
(770) 933-9500 
Customer No.: 38823 
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